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39 Plaza Drive, Rockwell Center

MakatiCity 1210
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Respondent- Applicant

HBC Cor., Centre

548 Mindanao Avenue corner

Quirino Highway, Quezon City

GREETINGS:

Please be informed that Decision No. 2017 - 215' dated 29 June 2017 (copy
enclosed) was promulgated in the above entitled case.

Pursuant to Section 2, Rule 9 of the IPOPHL Memorandum Circular No. 16-007

series of 2016 any party may appeal the decision to the Director of the Bureau of Legal
Affairs within ten (10) days after receipt of the decision together with the payment of

applicable fees.

TaguigCity, 03 July 2017.
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DECISION

SUYEN CORPORATION, (Opposer)1 filed an opposition to Trademark
Application Serial No. 4-2016-001514. The application, filed by HBC, INC.

(Respondent-Applicant)2, covers the mark "SOUL", for use on "Fine fragrances, cologne,
body mist, perfumed powder, stick, oil, gel, fluid and cream, body wash, body lotion, bar

soaps" under Class 3 of the International Classification of Goods3.

The Opposer anchors its opposition on the grounds that : "it will be damaged by

the registration of the mark covered by the subject application. Respondent-Applicant's

mark is identical to and confusingly similar to the BEAUTIFUL SOUL trademark of

Opposer. Respondent-Applicant's mark will mislead the public into believing that the

goods bearing the said mark are the same products marketed and sold by Opposer or that

the goods originated from Opposer. The registration and use of Respondent-Applicant's

mark will create a connection between the parties even if there is none. The mark of the

Respondent-Applicant may and will be used as an instrument for unfair competition.

The Opposer alleges the following facts:

"2.1 Suyen was incorporated in 1985 as a manufacturing company

dealing in clothing apparel, garments and accessories. At present, Suyen

manufactures, distributes, markets and sells apparel and lifestyle products

carrying different brands and trademarks, including its flagship BENCH.

Suyen continues to make its mark a leading lifestyle retailer in the

Philippines and in the region.

1 A domestic corporation duly organized and existing under Philippine laws with principal address at Bench

Tower, 30th St. corner Rizal Drive, Crescent Park West 5, Bonifacio Global City, Taguig
2 A Philippine company with address at HBC Corp. Centre, 548 Mindanao Avenue, Corner Quirino

Highway

3 The Nice Classification of Goods and Services is for registering trademarks and service marks based on

multilateral treaty administered by the WIPO, called the Nice Agreement Concerning the International

Classification of Goods and Services for Registration of Marks concluded in 1957.
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"2.2 When BENCH started in 1987, it initially offered only men's t-

shirts. Since then, Suyen has expanded its business to a complete range

of apparel and lifestyle products. The company now provides baby care,

fix hair care, organics and personal care products, as well as underwear,

fragrances, houseware, snacks, and other lifestyle products for men and

women under different brands and trademarks, with the distinction of

being present in virtually every retail space in the Philippines and with a

worldwide network of stores and outlets, reaching as far as the United

States, the Middle East, and China.

"2.3 Suyen, together with its sister companies, has successfully

penetrated even the service industry. Suyen now provides services in

connection with the internet cafe industry, furniture industry, beauty

salon and skin care industry. At present, Suyen has over 900 stores in the

Philippines alone, which include franchises of foreign brands. On the

other hand, Suyen-owned and operated stores outside the Philippines

have also continuously grown. At present, Suyen has more than 80 stores

outside the Philippines, which include the U.S.A. xxx

"2.6. Suyen grew and continues to grow at an unparalleled rate by

being the pioneer in the use of celebrity endorsers, television and giant

billboards to propel fashion brands that offer premium and quality

products at affordable prices. Other popular and successful brands

owned by Suyen include 'HUMAN', 'KASHIECA', 'FIX BENCH

SALON', 'DIMENSIONE', 'PCX', 'FIRST AID', and 'BE

CONNECTED', among others, xxx

"2.9. Suyen has also established, since its takeover in 2004, retail

outlets named 'KASHIECA'. At present, there are over twenty two (22)

of said KASHIECA outlets in the country, xxx

"2.13 In 2010, Suyen launched the 'BEAUTIFUL SOUL'a collection of

eau de toilette, colognes, body sprays, under the brand KASHIECA, with

famous television personality, Bea Alonzo, as its endorser, xxx

"2.15. Suyen has extensively used the BEAUTIFUL SOUL mark as an

integral part of its business and as part of its advertising and promotional

strategies. It has exerted substantial efforts and has spent tremendous

amounts in using and promoting products bearing in BEAUTIFUL

SOUL mark, xxx"

To support its opposition, the Opposer submitted as evidence the

following:

1. Affidavit of Dale Gerard G. Dela Cruz;

2. Certificate of Registration for the mark "KASHIECA";

3. Pictures of products with the mark "KASHIECA" and "BEAUTIFUL SOUL",

4. Pictures of advertising and promotional materials; and



5. Print-out of pages of website showing.4

This Bureau served upon the Respondent-Applicant a "Notice to Answer" on 24

September 2016. The Respondent-Applicant, however, did not file an Answer. Thus, the

Hearing Officer issued on 27 March 2017declaring the Respondent-Applicant to have

waived its right to file an Answer.

Should the Respondent-Applicant be allowed to register the trademark SOUL?

The essence of trademark registration is to give protection to the owners of

trademarks. The function of a trademark is to point out distinctly the origin or ownership

of the goods to which it is affixed; to secure to him who has been instrumental in

bringing into the market a superior article of merchandise, the fruit of his industry and

skill; to assure the public that they are procuring the genuine article; to prevent fraud and

imposition; and to protect the manufacturer against substitution and sale of an inferior

and different article as his product.5 Thus, Sec. 123.1 (d) of R. A. No. 8293, also known
as The Intellectual Property Code of the Philippines ("IP Code") provides that a mark

cannot be registered if it is identical with a registered mark belonging to a different

proprietor or a mark with an earlier filing or priority date, in respect of the same goods or

services or closely related goods or services or if it nearly resembles such a mark as to be

likely to deceive or cause confusion.

Records show that at the time Respondent-Applicant applied for registration of

the mark "SOUL" on 12 February 2016, the Opposer already applied for registration of

the mark "BEAUTIFUL SOUL" under Reg. No. 4-2009-009949 on 8 April 2010. The

goods covered by the Opposer's and Respondent-Applicant's trademark applications are

for goods under Classes 3.

The question is: Are the competing marks identical or closely resembling each

other such that confusion or mistake is likely to occur?

Opposer's mark Respondent-Applicant's mark

BEAUTIFUL SOUL SOUL
Opposer and Respondent-Applicant's marks are similar in so far as the word

"SOUL" in Opposer's mark is exactly identical to Respondent-Applicant's mark,

presented in the same block style lettering. As such when applied to goods such as "Fine

fragrances, cologne, body mist, perfumed powder, stick, oil, gel, fluid and cream, body

wash, body lotion, bar soaps" under Class 3, which is the same Class under which the

Opposer uses its mark BEAUTIFUL SOUL, there is a likelihood of confusion. The

words "BEAUTIFUL SOUL" are the dominant and central feature of Opposer's mark,

the appropriation of the word "SOUL", and simply dropping the adjective BEAUTIFUL,

4 Exhibits "A" to "N" inclusive

5PribhdasJ. Mirpuri v. Court ofAppeals, G. R. No. 114508, 19 November 1999.



would still result to both marks being confusingly similar. The Supreme Court in

Great White Shark Enterprises, Inc. v. Danilo M. Caralde held:

In determining similarity and likelihood of confusion, case law has developed the

Dominancy Test and the Holistic or Totality Test. The Dominancy Test focuses

on the similarity of the dominant features of the competing trademarks that might

cause confusion, mistake, and deception in the mind of the ordinary purchaser,

and gives more consideration to the aural and visual impressions created by the

marks on the buyers of goods, giving little weight to factors like prices, quality,

sales outlets, and market segments. In contrast, the Holistic or Totality Test

considers the entirety of the marks as applied to the products, including the labels

and packaging, and focuses not only on the predominant words but also on the

other features appearing on both labels to determine whether one is confusingly

similar to the other as to mislead the ordinary purchaser. The "ordinary

purchaser" refers to one "accustomed to buy, and therefore to some extent

familiar with, the goods in question."

Applying both tests, the marks are confusingly similar. It is not remote, given

that the marks are applied on same products, that the consumers may conclude that

Respondent-Applicant's products bearing the mark SOUL are a simplified version or

variant of the Opposer's mark BEAUTIFUL SOUL. Evidence shows that the Opposer

has advertised and promoted6 its products bearing the BEAUTIFUL SOUL mark. The
use of a similar/identical mark create a confusion as to the ownership of the goods

themselves, or create a mistaken notion that Respondent-Applicant's products originate

or are sourced from, or affiliated with or sponsored by the Opposer, when in fact, they are

not.

WHEREFORE, premises considered, the instant Opposition to Trademark

Application No. 4-2016-001514 covering goods under Class 03, is hereby SUSTAINED.

Let the filewrapper of the subject trademark be returned, together with a copy of this

Decision, to the Bureau of Trademarks for information and appropriate action.

SO ORDERED.

TaguigCi.y,liJWL2017

ATTY. ADORACION U. ZARE, LL.M.

Adjudication Officer

Bureau of Legal Affairs

6 Exhibit "G" to "M"


